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Art Unit: 1615 

DETAILED ACTION 

Election/ Restrictions 

1. Applicant's election with traverse of Group I, claims 1-8, 12, and 15- 

17 in the reply filed on 1/22/08 is acknowledged. The traversal is on the 

ground(s) that the claims include many common technical features beyond 

those mentioned by the Examiner. Applicants cite technical features 

common between Groups I and II (page 3, line 19 - page 4, line 16), and 

also assert that all of the technical features of claim 12 (Group I) must 

correspond to technical features of claims 13 and 14. This is not found 

persuasive because the technical features cited by Applicants as being 

required for Groups I and II are not required for Group III, and the claims of 

Group III are not limited to the technical features of claim 12. Claims 13 

and 14 are drawn to a sunscreen composition comprising a UVASPF or FRPF; 

the phrase "that has been assigned according to the method of claim 12" in 

claim 13 is a process step. Product-by-process claims are not limited to the 

manipulations of the recited steps, only the structure implied by the steps. 

See MPEP 2113. Therefore, the technical feature common to all groups is a 

sunscreen composition comprising a UVASPF or FRPF. As stated previously, 

the special technical feature common to all of the groups cannot be 
considered a patentable advance over the art given that said feature, 
namely the sunscreen preparation or other skin preparation, is old. 
For example, US Patent 5,705,146 discloses sunscreen compositions 
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having an SPF in the UVA range (see col. 3, lines 10-15). Additionally, 
US Patent 5,968,485 discloses sunscreen compositions having a 
desired level sun protection factor and a desired level of UVA 
protection, citing that "SPF" is a commonly used measure of 
photoprotection of a sunscreen (see col. 4, line 58 - col. 5, line 10). 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 9-11, 13, and 14 are withdrawn from further 

consideration pursuant to 37 CFR 1.142(b), as being drawn to a 

nonelected invention, there being no allowable generic or linking 

claim. Applicant timely traversed the restriction (election) requirement in 

the reply filed on 1/22/08. 



Information Disclosure Statement 

3. The listing of references in the specification is not a proper information 
disclosure statement. 37 CFR 1.98(b) requires a list of all patents, 
publications, or other information submitted for consideration by the Office, 
and MPEP § 609.04(a) states, "the list may not be incorporated into the 
specification but must be submitted in a separate paper." Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have 
not been considered. 
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Claim Objections 
4. Claim 12 is objected to under 37 CFR 1.75(c) as being in 
improper form because a multiple dependent claim cannot depend 
from any other multiple dependent claim. See MPEP § 608.01(n). 
Accordingly, the claim has not been further treated on the merits. 



Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis 
for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 
383 U.S. 1, 148 USPQ 459 (1966), that are applied for establishing a 
background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims 
at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application 
indicating obviousness or nonobviousness. 

7. Claims 1-8 and 15-17 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Jurkiewicz et al., "EPR Detection of Free 
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Radicals in UV-Irradiated Skin: Mouse Versus Human", 
Photochemistry and Photobiology, 1996, 64(6): 918-922, in view of 
Robinson, US Patent 5,968,485. 



The claimed invention is drawn to a method as described in claims 1, 
15, and 16: 

n rs h I ■ ' t i i tr i I > <■ H - - t n I ■. 

i ' } . i>1 ' , ■< 

i H f • (i*; 1 [ i ,t i r > > I'^Hi tin h n 

«*n ' ^th-ft * th f t r< I , i v i t 3 > n tr^-J 

•, t ) i i f \ i ) < . . i"t j, r - " n spin 

f ^ t , t H . v In , . i . < t - < i^n^ rt 

She sfcsn: an<* 

i- ) ( q > q I + i i f jt * - t , i ' f l - ' L 1 

, rpi n > J th i<- 'hi' i'v - I i>* - t n i i' r * 

thi sakS fsv » of sscorfeate ra f 'i i hsei skin j v tm l> v ii 1f 

ss-o . - 4 - '.i s ?l f it, xJ t - - <- m e l-r f fat i ui la* ' i « >rrt:W - h 

1 §. {Currently Arctsfldeajj Uw^#ft*rat*i*M^ A netted for 

nc w.j s<v dfeefiv* 1 } ^-.screen composition or a&er *km prspgraticars In 
f m -\, r- ov„ i ' I n n r 1 k % <-i ' m i^oitjji s> iw Im. 5*t«p ui ..s.f g 
^^^jjaJ...J Sg,,,,s^{f^e,6fiV to determfoa ^ tt>.j t r^i as orbatg^j&dtagj 

- iCwffff^S'i' Amwrgftn} Th w> mtgwi u h h to t °i t j ~ trx- 

i >t Ju»,W x Hi' ' 1 :<i 11 "i" 1 u'l'^ r u o f i- 1 "l N f m <. h 

r , i 1 i ft , . J 1 I '1-H1 S&W 

Jurkiewicz et al. teach EPR (i.e., ESR) detection of ascorbate free 



radicals in UV-irradiated skin (see abstract). A sample of human skin was 
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irradiated with UV radiation comprising UVA wavelengths, either unshielded 
or shielded with a shield such as a filter (see page 919, third full paragraph), 
and the ascorbate radical EPR signal was determined. Jurkiewicz et al. also 
teach irradiating a sample to which the photoprotective agent Desferal has 
been topically applied, and with which a 305 nm UV cutoff filter was used 
(page 921, first paragraph). 

Jurkiewicz et al. do not teach the use of a photoprotective (i.e., 
sunscreen) agent in the UVA range (320 - 400 nm), and do not specifically 
state that a quantitative measure of the effectiveness of the suncscreen 
composition was determined. 

Robinson teaches UVA-absorbing dibenzoylmethane sunscreen actives 
which absorb UV radiation having a wavelength of from about 320 nm to 
about 400 nm (col. 3, lines 50-55). 

It would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to select a sunscreen active in the UVA 
region (e.g., the sunscreen active taught by Robinson) to be used on the 
shielded skin. One skilled in the art would have been motivated to do so 
because the process of Jurkiewicz et al. is taught to be used on unshielded 
skin in both the UVA and UVB ranges, and because the process is also 
taught to be used on shielded skin. Therefore, it naturally follows that one 
skilled in the art would also use the process taught by Jurkiewicz et al. for 
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measuring the effectiveness of a sunscreen active in the UVA region, such as 
the sunscreen active taught by Robinson. 

Regarding the step of determining a quantitative measure of the 
effectiveness of the sunscreen composition in reducing the exposure of 
human skin to UVA radiation, it would have been obvious to a person having 
ordinary skill in the art at the time the invention was made to compare 
levels of ascorbate radical production in the shielded and reference skin 
samples. Comparing the data obtained between a sample and its 
comparable reference is generally conventional and well within the capacity 
of one of ordinary skill in the art, as substantiated by Applicant's remarks on 
page 14 of the specification. 

Regarding claims 2 and 3, Jurkiewicz et al. teach that the skin sample 
may be irradiated in the absence of a photoprotective agent (i.e., sunscreen 
composition). Additionally, the skin sample may be irradiated with a shield 
where wavelengths below 400nm are filtered out (see Materials and 
Methods, page 919). The steps of measuring a reference using conditions 
(such as UV radiation and ESR conditions) comparable to those used with 
the test sample, are conventional steps followed when comparing a test 
sample to a reference sample, and well within the capacity of one of ordinary 
skill in the art. 
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Regarding claims 4 and 5, Jurkiewicz et al. are silent with respect to 
whether or not the test and reference skin samples are the same. However, 
one skilled in the art of EPR spectroscopy would be able to control the dose 
of UVA radiation within the parameters of routine experimentation, such that 
the skin samples could be used once (wherein the test and reference skin 
samples are different but functionally comparable), or more than once 
(wherein the test and reference skin sample are the same). 

Regarding claims 6 and 7, Jurkiewicz et al. teach the UV-induced 
production of other radicals when the skin samples are irradiated in the 
presence of a spin trap molecule (page 920). 

Regarding claims 8 and 17, the ranges disclosed for UV radiation and 
UVA radiation are the standard accepted wavelength ranges for UV and UVA 
radiation, and well within the capacity of one skilled in the art. For example, 
Robinson teaches that the UVA-absorbing sunscreen active absorbs UV 
radiation having a wavelength of from about 320 nm to about 400 nm (col. 
3, lines 52-55). 

Conclusion 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to BARBARA FRAZIER whose 
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telephone number is (571)270-3496. The examiner can normally be 
reached on Monday-Thursday 9am-4pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Michael Woodward can be reached on (571)272- 
8373. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 
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Supervisory Patent Examiner, 
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